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DFTAILED ACTION 

1 All outstanding rejeetions except lor those described below ha\ e been o\ ercome by 
applicants" amendment filed 1 14 02 and supplemental amendment filed 3 15 02. 

The new grounds of rejection as set forth below are necessitated by applicants" 
amendment. 

Further, it is noted that page 5 of the amendment filed 1/14/02 states that applicams are 
filing a divisional application directed to the subject matter of pending claims 2. 4. 6. 8. 10. 12. 
and 14 and that upon filing of this divisional application, these claims would be withdrawn. The 
divisional application. 10/091.883 has in fact been tiled and is pending. Until such time that 
applicants do in fact cancel present claims 2. 4. 6. 8. 10. 12. and 14. these claims are rejected by 
double patenting rejection as set forth in paragraphs 2-3 below as well as under 35 USC 103 as 
set forth in paragraphs 8-10 and 12 below. Of course, once these claims are cancelled in the 
present application, these rejections will be withdrawn. 

Double Patenting 

2. A rejection based on double patenting of the "same inx ention" type finds its support in 
the lanuuage of 35 U.S.C. 101 which states that "whoever iments or disco\ers any new and 
useful process ... ma> obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
un ention." in this context, means an inx ention drawn to identical subject matter. See Miller v. 
Eu^lc m. Co . 151 U.S. 186 (1894): /// re Oekerl. 245 F.2d 467. 1 14 USPQ 330 (CCPA 1957) 
and /// re lo^el. 422 r.2d 438. 164 I'SPQ 619 (CCPA 1970). 
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A statutorv ivpe (35 I '.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the contlicting claims so ihe\ are no longer coextensi\e in scope. 1 he 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
r.S.C. 101. 

3. Claims 2. 4. 6. 8. 10. 12. and 14 are provisionally rejected under 35 IJ.S.C. 101 as 
claiming the same invention as that of claims 22-28 of copending Application No. 10/091.883. 
This is a pixn isional double patenting rejection since the conllicting claims have not in fact been 
patented. 

Claims 2. 4. 6. 8. 10. 12. and 14 of the present application are identical to claims 22-28 of 
the copending application. 

Claim Rejections - 35 L SC § 112 

4. The follow ing is a quotation of the second paragraph of 35 I'.S.C. 1 12: 

The spccitication .shall conclude uith one or more claims pariicuiarK pomiing out and distinclh claimmg ihe 
subject matter which the applicant regards as his nnention. 

5. Claims 7. 1 3. 2 1 . 24. 30-3 1 . 33. and 35 rejected under 35 U.S.C. 1 1 2. second paragraph, 
as being indefinite for failing to particularly point out and dibiinclls claim the subject matter 
which applicant regards as the invention. 

(a) In light of the amendment to claim 1 incorporating the median diameter of the glass 
Hake, the scope of claim 7 is confusing since it also discloses the same median diameter of the 
olass Hake. Applicant ma\ wish to cancel claim 7 as redundant. 
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(b) The scope of claims 13 and 21 are contusing since the> both disclose identical 
limitation regarding the opacifying pigment. Applicant ma\ wish to cancel either claim 13 or 
claini 21 to remox e this redundanc) . 

(c) Ne\vl\' added clamis 24. 30. 33. and 35 each recite that the viscosit>' of the ink is 
measured using an HLD-t\pe \'iscometer. The scope of the claim is confusing because it is not 
clear what is meant b> "t}pe". What viscometers are encompassed by the phrase "HLD-type"'? 
The addition of the word "type" extends the scope of the claims so as to render them indefinite 
since it is unclear what "type" is intended to con\'ey. The addition of the word "type" to the 
otherw ise definite expression renders the definite expression indefinite b\ extending its scope. 
hx parte Copenha\ er . 109USPQ 118(Bd. App. 1955). 

Further, the scope of each claim is confusing because it is not clear what is meant b\' "3*^ 
R14 corn". Should "corn" be changed to "cone"'.^ 

f urther the scope of each of the claims is confusing because it is not clear w h\ "3'' R14 
cone: rotation speed:0.5 rpm: 20 *^C" is in parentheses. Is the viscosity actually measured using 
this cone and at this temperature'? If so. it is suggested that the parentheses are renun ed. 



(d) Newly added claim 31 recites an improper Markush group, it is suggested that after 
'from" in line 2. the phrase "the group consisting of is inserted. 
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Chtim Rejections - 35 VSC $102 

h, NOTK: Prior lo selling torlh ihc rcjcclions under 35 I SC' 102 and 35 I SC 103. il is 
noied ihal the rejoclions tor JP 71 18592 arc based on the l-:nglish translation pre\ iousl> prov ided 
bv the examiner and attached lo the ottlce action mailed 7/12/01. Paper No. 15. 

7. The text of those sections of Title 35. T.S, Code not included in this action can be lound 
in a prior Office action. 

8. Claims 2. 4. 6. 8. 10. 12. 14. and 21 are rejected under 35 U.S.C. 102(a) as being 
anticipated by .IP 10077438. 

The rejection is adequately set forth in paragraph 3 of the office action mailed 7/ 12 '01 

and is incorporated here b\ reference. 

9. Claims 2. 6. 8. and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by .IP 
7118592. 

fhe rejection is adequately set forth in paragraph 4 of the office action mailed 7 12 Ol 
and is incorporated here b\ reference. 

1 0. Claims 2. 4. 6. 8. 1 0. and 1 2 are reiected under 35 l-.S.C. 1 02(b) as being anticipated by 
f.P 600205. 

The rejection is adequately set forth in paragraph 5 of the office action mailed 7 12 01 
and is incorporated liere by reference. 
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ritiim Reiectioin - -^-5 i SC ^103 

1 1 . The text of those sections of Title 35. U.S. Code not included in this action can be tound 
in a prior Office action. 

12. Claims 14 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable o^er either 
JP 10077438. .IP 71 18592. or HP 600205 either of which in view of Okuda et al. (U.S. 
5.510.397). 

The rejection is adequately set forth in paragraph 7 of the office action mailed 7/12/01 
and is incorporated here by reference. 

13. Claims 1.5. 7. 9. 22-24. and 28-35 are rejected under 35 l/.S.C. 103(a) as being 
unpatentable over .IP 71 18592 in view of Yolles (U.S. 3.053.683). 

JP 71 1 8592 discloses a water-based metallic gloss ink for ball point pens comprising 5- 
20 wt» 0 pearl pigment which has diameter of 5-60 m- water-soluble resin including 
polysaccharide such as xanthan gum. 5-400. ,vater-soluble sohent. dye. and water. The ink has a 
viscosity of 10.000-150.000 cPs (paragraphs 7-12). From example 1. it is calculated that the ink 
comprises, tor example. 1% water-soluble resin. Further, it is disclosed that the ball pou^t pen 
comprises hollow ink container wherein the abo^ e ink is stored and there is also disclosed a 
method of using the above mk in this ball point pen (paragraph bridging pages 10-11) 

The difference between .IP 711 8592 and the present claimed inNcntion is the requirement 
ui the claims of (a) glass Hake and (b) amount d> e. 
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\-olles disclose a metal coaled dass Hake suitable for use m coating compi^sitions tor 
substrates such as paper, i.e. mk. m order to produce a glittery fmish (col.l. lines 10-1.3 and 24- 
2K. col. 2. line 1 5. col. 3. lines 54-59. and col. 8. line 14) wherein the metal coated glass tlakes 
have ax erage diameter of 140-325 mesh. i.e. 4-100 yim (col.6. lines 47-49). 

In light of the motiN-ation of using glass tlakes disclosed bv YoUes as described abox e. it 
therefore would hax e been obvious to one of ordinar) skill in the art to use glass Hakes in .IP 
711 8592 in order to produce an ink with a glittery finish, and thereby arrive at the claimed 



invention. 



With respect to argument (b). it is noted that paragraph 12 of .IP 711 8952 discloses the 
use of colorant such as dye. however, there is no disclosure of how much dye is utilized. 

Howev er, it would have been within the skill level of as well as obvious to. one of 
ordinary skill in the art to choose amounts of dye. including that presently claimed, in order to 
adjust the hue. color, and optical density of the ink to the desired level, and thereby arrive at the 
claimed inxenlion. 

14. Claims 25-27 are rejected under 35 I'.S.C. 103(a) as being unpatentable over .IP 71 1 8592 
,n x iew of YoUes as applied to claims 1. 5. 7. 9. 22-24. and 28-35 above, and further in view of 
Allison el al. (U.S. 6.160.034). 

fhe difference between .IP 71 18592 in mcw of Yolles and the present claimed nnention 

is the requirement in the claims of resin emulsion binder. 

Allison el al.. which is drawn to ink for writing instrument, disclose the use of anionic 
resm emulsion uhich contains 30-60% solids and possesses minimum film-forming temperature 
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of 1 5-25 "C in order to bind the colorant present in the nik to substrate (col.2. line 6()-col.3. Hne 
5. col,4. lines 7-12 and 50-52) . Given that the mk comprises 20-30% of the resin emulsion, it is 
clear that the resin emulsion contains about 6-18" o of resm solids based on the entire ink 

composition. 

In light of the motivation for using resin emulsion disclosed by Allison et al. as described 
above, it therefore would have been obMOUs to one of ordinary skill in the art to use such resin 
emulsion m the ink of JP 71 1 8592 in order to produce an ink which does not exhibit smearing or 
strike-through, and thereb\ arri\ e at the claimed invention. 

15. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 71 18952 in 
view of YoUes as applied to claims 1 . 5. 7. 9. 22-24. and 28-35 above, and furlher in mcw of 
WhyzmuzisdJ.S. 5.714.526). 

The difference between .IP 71 18952 in mcu of Yolles and the present claimed invention 
is the requirement in the claims of opacif\ing pigment. 

\\ h> zmu/is. which is drawn to ink composition, discloses the use of opacifying pigment 
(col.7. lines 4-10) in order to produce an ink with good optical density. 

In light of above, it therefore ^^ould have been obv ious to one of ordinary skill m the art 
to use such pigmem in the ink of JP 71 18952 in order to produce an ink with good optical 
densit\ . and thereb> arri\ e al the claimed in\ ention.. 
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16. Claims 1.3. 5. 7. 9. 11. 15-18. and 20 are rejected under 35 I'.S.C. 103(a) as being 
unpatentable .ner Kubota et al. (T.S. 6.039.^96, m view of Yolks < T.S, 3.053.683). 

The rejection is adequateh set forth m paragraph 9 ol lhe oftke action mailed 7 12 01 
and IS incorporated here by reference. 

Kuhota et al. is drawn to an ink jet mk. while the present claims haN C been amended to 
recite an ■•ball-pomt pen ink". However, applicants attention is drawn to MPHI> 21 1 1.02 which 
states that if the body of a claim fully and intrinsically sets forth all the limitations of the claimed 
invention, and the preamble merely states, for example, the purpose or intended use of the 
mvention. rather than an> distinct definition of an> of the claimed invention's limitations, then 
the preamble is not considered a limitation and is of no significance to claim construction, 
l-urther. statements in the preamble must be evaluated to determine whether the recited purpose 
or intended use results in a structural difference between the claimed invention and the prior art. 
Only If such structural difference exists, does the recitation serv e to limit the claim. If the prior 

art structure is capable of performing the intended use. then it meets the claim. 

It is the examiner-s position that the intended use as recited in the claim preamble of the 

present claims does not result in a structural difference between the presently claimed invention 

and the prior art and further that the prior art structure is capable of performing the intended use. 

Gn en that Rubota et al. disclose ink composition comprising pigment, water-soluble resin. 

solv ent. and water, it is clear that the composition of Rubota et al. would be capable of 

performing the intended use. i.e. ball-pomt pen ink. presently claimed as required in the abox e 

cited portion ot^ the MP1:P. 
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17. Claims 13 and 21 are rejected under 35 r.S.C. 103(a) as being unpatentable o\er Kubola 
et al. m \ leu of ^■olles as applied to claims 1 . 3. 5. 7. 9. 11 . 1 5-18. and 20 abo\e. and turther m 
view of Win znui/is (I'.S. 5.714.526). 

The rejection is adequately set forth in paragraph 10 of the office action mailed 7 12 01 
and is incorporated here by reference. 

IX. Claim 19 is rejected under 35 I'.S.C. 103(a) as being unpatentable over Kubota et al. in 
Mew of \'olles as applied to claims 1 . 3. 5. 7. 9. 1 1 . 1 5-18. and 20 above, and further in view of 
Moritaetal.dJ.S. 6.099.629). 

The rejection is adequately set forth in paragraph 1 1 of the office action mailed 7 '12/01 
and is incorporated here by reference. 

Response to Arguments 

19. Applicants" arguments regarding Babler (I'.S. 5.554.21 7) and Sulli\an (I'.S. 5.753.371 ) 
ha\ e been fulK considered but are moot in \ iew of the discontinuation of these references 
against the present claims. 

20. Applicants- arguments filed 1 1 4/02 and 3, 1 5 02 ha\ e been fully considered but they are 
not persuasi\ e. 

Specifically, applicants argue: 

(a) that there is no motivation to use ,iP 7 11 8592 in combination with ^'olles given that 
^'olles is not drawn to ink for ball-poml pens and thus leaches nothing about the specific 
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conditions that must be met by a ball-point pen ink as it is delivered onto a substrate to pro\ ide a 
written mark. 

(b) Kubota el al. is drawn to ink jet ink not ball-point pen ink as presentl> claimed. 

W ith respect to argument (a), applicants" are reminded that according to MPl-.P 2141 .01 
(a), a reference may be relied on as a basis tor rejection of an applicants" invention if it is 
••reasonably pertinent to the particular problem with which the inventor is concerned."" A 
reasonably pertinent reference is further described as one which "even though it maybe in a 
different field of endeavor, it is one which, because of the matter w ith which it deals, logically 
would ha\ e commended itself to an in\ entor"s attention in considering his problem."" Yolles is. 
therefore, a reasonably pertinent reference, because it teaches that metal coated glass tlakes are 
suitable for use in compositions which are used to coat paper and are useful as decoratn e 
pigments in other products "now employing pearl essence and metal flakes"" (col. 8. lines 12-23). 

It is because of these teachings that the examiner belie\ es Yolles to be an especialh 
pertinent reference. That is. firstly. Yolles teaches that the metal coated glass flakes are suitable 
for use on composition which coats paper which is exactly what ink does as it leaves a ball-point 
pen; the ink coats the paper substrate to form a written mark. Secondly. Yolles" teaching that the 
metal coated glass flakes are useful as decoratix e pigments in other products "now emplo> ing 
pearl essence and metal flakes"" is significant because the primary reference. .IP 71 1K952. with 
which ^'olles is combined, is an ink which uses pearl pigments. Thus, it is the examiner" s 
position that there is good motivation to combine .IP 71 19852 with Yolles. 
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Applicants argue that ^'olles■ disclosure of coating composition is different trom thai ol 
an ink composition. llo\ve\ er. using the detlnition pro\ ided b\ applicant on page 1 1 of the 
amendment filed 1 14 02. i.e. that a coating is "a la\ er of protective or ornamental substance laid 
on m a single application"", it is clear that the broad disclosure of coating by ^'olles does 
encompass ink given that ink itself is an ornamental substance laid on paper in a single 
application. 

Applicants argue on page 8 of the amendment filed 3 1.5 02. that the particle si/e of the 
glass tlake is critical to a ball-point pen ink. However, it is noted that col. 6. lines 47-49 of Yolles 
et al. disclose that the metal coated glass flakes have a\ erage diameter of 140-325 mesh. i.e. 4- 
100 j.im. which is identical to the a\ erage diameter claimed. 

Applicants also argue that the ink for ball-point pens must meet requirements imposed b\ 
the ball and the internal structure of the pen tip so that the ink is able to effecti\ ely mo\ e 
through, and discharge from, the pen in order to form a written mark. While it is agreed that 
there is no disclosure in Yolks regarding these requirements, it is noted that \'olles is used as 
teaching reference, and therefore, it is not neces.sary for this secondary reference to contain all 
the features of the preseniU claimed inx ention. In re Mcvcll. 482 F.2d 965. 1 79 I 'SPQ 224. 226 
(CCPA 1973). In rc Keller 624 l-.2d 413. 208 I SPQ 871. 881 (CCPA 1981 ). Rather this 
reference teaches a certain concept, namely the use of metal coated glass flakes suitable for 
producing a glitter\ finish, and in combination with the primary reference, discloses the 
presentlN claimed in\ention. If the secondar>- reference contained all the features of the present 
claimed inv ention, it would be identical to the present claimed iuN enlion. and there would be no 
need for secondar\ references. 
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Applicants also argue thai the examples of Yolles show that the metal coated glass tlakes 
are used in coaling compositions which are non-aqueous which is in direct contrast to the present 
claims which are drawn to an aqueous ink. Howe\er. it is noted that applicant cannot meiel> rel\ 
on the examples and argue that the reference did not teach others."" In re ( 'ourlrii^hi. 377 l'.2d 
647. 153 rSPQ 735.739 (CCP.\ 1967). Col. 8. lines 21-25 of Yolles clearly indicate that the 
metal coated glass Hakes are suitable for use as decorati\ e pigment in any. i.e. aqueous or non- 
aqueous, product which now employs pearl pigments. 

.Applicants also argue that the primary object of the Yolles pigment, i.e. improved 
resistance to tarnishing, corroding, gassing and/or dulling" has no bearing on ball-point pen ink 
as disclosed bv .IP 71 18952 or the present invention. However, "obviousness under 103 is not 
negated because the motivation to arrive at the claimed invention as disclosed by prior art does 
not agree with appellam"s motixation"". In re DiUon.m I SPQ 2d 1897 (1-ed. Cir. 1990). //; rc 
Tomlinson. 150 TSPQ 623 (CCPA 1966). Further, it is the examiner"s position that it would be 
important that an ink composition not dull o\ er time but retain is glittering appearance. 

Thus, it is the examiner's position that .IP 71 18952 and Yolles remain relevant reference 
against the present claims. 

With respect to argument (b). applicants attention is drawn to MPHP 2111 .02 which 
states that if the body of a claim fully and mtrmsicalU sets forth all the limitations of the claimed 
in\ ention. and the preamble merel\- stales, for example, the purpose or intended use of the 
in\ ention. rather than an> distinct definition of an\ of the claimed inx ention's limitations, then 
the preamble is not considered a limitation and is of no significance to claim construction. 
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l-urlhcr. siatcnicnls in ihe preamble must be cx alualed \o determine whether the recited purpose 
or intended use results in a structural difference between the claimed in\eniion and the prior art. 
()nl\ if such structural difference exists, does the recitation serve to limit the claim, if the prior 
art structure is capable of performing the intended use. then it meets the claim. 

ll is the examiner's position that the intended use as recited in the claim preamble of the 
presem claims does not result in a structural difference between the presenth' claimed invention 
and the prior art and further that the prior art structure is capable of performing the intended use. 
(ii\ en that Kubota et al. disclose ink composition comprising pigment, water-soluble resin, 
solvent, and water, it is clear that the composition of Kubota el al. would be capable of 
performing the intended use. i.e. ball-point pen ink. presently claimed as required in the abox e 
cited portion of the MPl'.P. 

21 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPHP 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CVR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 11 IRI-.f. 
MON fflS from the mailing date of this action. In the e\ent a first reply is filed within I WO 
MONTHS of the mailing date of this final action and the ad\ isor\ action is not mailed until after 
the end of the lllRldi-MONf M shortened statutory period, then the shortened statutor> period 
will expire on the date the adx isory action is mailed, and any extension fee pursuant to 37 
L'VR 1 . 1 36(a) will be calculated from the mailing date of the advisor) action. In no e\ent. 
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hoNvex er. will the statiUorx' period tor reply expire later than SIX MONTHS trom the date of this 
final action. 

22. An> inquiry concerning this communication or earlier commimications from tlie 
examiner should be directed to Callie l: . Shosho uhose telephone number is 7()3-3()5-0:()8. I he 
examiner can normally be reached on Monda> -f riday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner-s 
supervisor. Vasu Jagannathan can be reached on 703-306-2777. The tax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
eommunications and 703-872-931 1 tor Atter Final commtmications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 

_ , ■cii-'*'^^ 

Callie Shosho ,. .;.'v 

April 4. 2002 ...r^-'-^ ~ ' ^' V 



